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REMARKS 

Claims 1-12 and 21-23 are pending in the present application. Claims 13-20 
were previously canceled without prejudice or disclaimer. Applicant wishes to note for 
the Examiner that the current Office Action erroneously references Applicant's response 
of March 1 , 2006 (not "03/01/2005" as set forth at page 2 of the Office Action). 

Applicant acknowledges that the Examiner has withdrawn the prior rejection of 
claims 22-23 under 35 U.S.C. §101. Applicant further acknowledges that the Examiner 
has withdrawn all prior §103 rejections set forth in the preceding Office Action. 

The finality of the current Office Action is respectfully urged to be premature and 
Applicant requests that the proposed amendments included herein be entered as of 
right. In particular, the Examiner urges that Applicant's prior amendments necessitated 
the new grounds for rejection. Applicant respectfully submits, however, that the prior 
clarifying amendments did not result in the addition of new subject matter, albeit altering 
the order in which the limitations were set forth, and were intended for purposes of 
clarification in view of the prior prosecution. Moreover, the Examiner sets forth no basis 
for the conclusion that the prior amendments necessitated the new grounds for 
rejection. Hence, the issuance of a Final Office Action, containing a single new 
rejection that is based, primarily on references previously of record, is respectfully 
submitted to be premature. Withdrawal of the finality of the present action is, therefore, 
respectfully requested. 

Alternatively, Applicant requests the entry of the claim amendments presented. 
Applicants urges that the proposed amendments clarify aspects of the invention set 
forth, and place the claims in better condition for appeal. No new limitations are 
believed to have been added as a result of the proposed amendments, and no new 
search is believed required. 

Applicant further urges the present invention, as disclosed and presently claimed, 
is directed to a web page for a digital edition of a periodical such as a newspaper, so 
that a publisher may offer to advertisers both hard copy print and web site advertising 
opportunities without requiring the advertiser to modify their advertising copy to fit the 
web (Abstract). The method uses existing display advertising, such as hard copy or 
other print-formatted copy , to produce both full-size images and reduced-size or preview 
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images that provide a best-fit and/or maintain the aspect ratio of the full-size 
advertisement, while reducing their size (including width, height and color gamut) to fit 
into a web site and to obtain reasonable download times (Paragraph 0004). 

A. Chui 

It is also noted that the Applicant submits herewith a revised Declaration (37 CFR 
1.131) averring that the Applicant was in possession of the claimed invention (actual 
reduction to practice) before the effective date of Chui et al. Therefore, the continued 
reliance on Chui et al. 6,549,674 ("Chui") as a reference in the instant application is 
respectfully maintained to be improper. The Examiner urged that a previously- 
submitted declaration failed to provide facts sufficient to support earlier conception. The 
current Declaration sets forth such facts, and includes exhibits, that show a reduction to 
practice of the claimed invention prior to the effective date of Chui, including both 
prototype and commercial uses supported by web page examples and HTML code that 
support the claimed invention. In view of the related declaration, Applicant respectfully 
maintains, once again, that the Declaration is adequate to swear behind the effective 
date of Chui (Oct. 12, 2000). Since the present rejection under 35 U.S.C. §103 cannot 
stand without reference to Chui et al. all rejections under 35 U.S.C. §103 that rely on 
Chui are respectfully urged to be moot . 

B. Rejection under 35 U.S.C. §103 over Reilly in view of Nazem, Dustin and Chui 

Claims 1-12 and 21-23 have been rejected under 35 U.S.C. §103 as being 
unpatentable over Reilly 5,740,549 ("Reilly") in view of Nazem 5,983,227 ("Nazem"), 
Dustin 6,496,857 ("Dustin") and Chui et al. 6,549,674 ("Chui"). Applicant incorporates 
herein the previously noted remarks relative to the rejection's reliance on a combination 
including Chui et al. and respectfully urges the rejection is overcome by Applicant's 
Declaration attached hereto. However, the remaining patents are addressed herein in 
order to provide a complete response to the rejection. 

As to the proposed combination, Applicant respectfully urges that no prima facie 
basis was set forth because the rejection lacks any understandable statement as to 
motivation to combine all four patents (Reilly, Nazem, Dustin and Chui). 
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The Office Action appears to provide a detailed discussion of the basis for the 
rejection of the claims in view of a combination of the four combined patents. However, 
a careful review of the rejection set forth for claim 1 , for example, reveals that at no time 
does the Examiner indicate a specific basis for the combination of all four of the patents 
relied upon for the rejection. 

Rather, the rejection sets forth a piecemeal reconstruction, allegedly of recited 
elements of the claims, and does so each time relying only on an unsupported 
allegation of motivation "to perform such a modification." As an example, for the first 
several elements of claim 1 , the Examiner urges that the elements are taught by a 
combination of Reilly, Dustin and Chui. The teachings of Nazem are then discussed to 
fill in the acknowledged gaps in the alleged teachings of Reilly, Nazem and Chui, and 
the Examiner goes on to conclude (p. 4; middle) that, "It would have been obvious to a 
person of ordinary skill in the art at the time of the invention was made to have modified 
the teaching of Reilly, Dustin and Chui, to include a means of ... of Nazem's teaching." 
The Examiner then states that, "One of ordinary skill in the art would have been 
motivated to perform such a modification, because they are from the same field of 
endeavor of web building, publication and browser navigation and presenting mixing 
advertisements with information dissemination are newspapers in a dynamic and easy 
to read manner, (as taught by Reilly at col. 1 , line 35 through col. 2, line 60)." Although 
unclear, this last quoted section seems to suggest that Reilly provides the motivation for 
a modification. Yet it is not clear just what one of skill in the art would have been 
motivated to modify. Was it motivation to modify the teachings of Reilly, of Dustin or of 
Chui? And if one of these, what teachings were obvious to modify? 

Applicant acknowledges the repetitious reliance on Reilly as the alleged 
motivation to modify, but submits that the Examiner has failed, in each one of the 
various combinations alleged, to provide any basis for first making the combination of 
the three of the four patents, let alone indicating which of the teachings is being 
modified by the fourth patent. Rather, what the Examiner has done is obfuscated 
whatever basis there could be for the alleged combination. Hence, Applicant 
respectfully submits that the rejection is, at best, incomplete for failure to set forth a 
motivation to combine the four patents, and at worst is simply a piecemeal 
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reconstruction of Applicant's claims - where the claims themselves have been used as 
a "recipe" from which elements of unrelated patents are selected. For these reasons 
also, Applicant respectfully traverses the rejection, and further urges that the finality of 
this action is premature. 

Claim 1 

Considering the rejection of independent claim 1, 9 and 22, in arguendo, in 
formulating the rejection under 35 U.S.C. §103, the Examiner alleges Reilly discloses 
limitations of claim 1 (similar arguments apply relative to claims 9 and 22), yet admits 
that Reilly, Dustin and Chui do not explicitly teach "article content to be prepared for 
publication in a digital edition hosted on the networked host server." The Examiner also 
admits that Reilly, Dustin and Chui do not explicitly teach "at least one layout template, 
the template defining at least a region on a web page for the display of a preview image 
of a display advertisement." 

However, Nazem fails to teach "article content of a paper-based publication to be 
converted for publication in a digital edition hosted on the networked host server" as 
recited in claim 1. More specifically, although Nazem teaches article content formatted 
for on-line publication, as specified by user templates (Column 3, line 59 through 
column 4, line 18, Fig.'s 1 and 2, Column 5, lines 50-65, FIG. 5), Nazem fails to teach a 
paper-based document to be converted. 

With respect to the Examiner's combination of Reilly, Dustin and Chui, with 
Nazem, to meet the limitations of claim 1, as amended, the patents individually or in 
combination fail to teach, suggest or render obvious "article content for publication in a 
digital edition hosted on the networked host server" as set forth in claim 1. Nor does 
Nazem's reference to a "user template" appear to describe a layout template defining a 
region on a web page for the display of a preview image of a display advertisement as 
used in the present application. Applicant also urges that the rejection, even if Chui 
continues to be considered, fails to set forth where Chui teaches the limitations relative 
to anti-aliasing and linking as set forth in claim 1. In view of these and other 
distinctions, Applicant respectfully urges, that Nazem fails to fill the admitted gaps in the 
arguable combination, that anti-aliasing is not taught, and that claim 1 is, therefore, 



-9- 



Patent Application Number: 10/092,674 
Attorney Docket Number: 1080 001 301 0202 

patentably distinguishable over the alleged combination. Claims 9 and 22 are similarly 
urged to be patentably distinguishable over the arguable combination. 

Claims 2-8 

With respect to dependent claims 2-8, Applicant, for the sake of brevity, only 
briefly addresses the reasons supporting patentability for these dependent claims, as 
these claims depend directly from presumably allowable independent claim 1 . Applicant 
reserves the right to address the patentability of these dependent claims at a later time, 
should it be necessary. 

Claim 2 sets for a requirement for a spatial association between the preview 
images and content. The Examiner appears to assert that an alleged reference to 
"associated text" gives rise to the recited limitation. Applicant respectfully traverses 
such a conclusion. No teaching appears to have been alleged relative to the size 
limitations of dependent claims 3 and 4. Rather these claims were included under a 
general rejection of claims 3, 4 and 10, based upon claims 1 and 9. Absent a specific 
rejection based upon the combination, claims 3 and 4 are respectfully urged to be 
patentably distinguishable and in condition for allowance. Relative to claim 6, for 
example, while Reilly teaches the use of scripts to change news and advertisement, it 
does not appear that Reilly teaches enabling "the preview images to be periodically 
moved relative to one another on the web page" as recited in the claim. Considering 
claim 7, Reilly teaches display of news and advertisement with the same information 
category, whereas the claim recites "the location of the preview images is determined 
as a function of the category of the web page." Lastly, claim 8 requires the combination 
of archival content and reduced-size preview images of current advertisements. No 
such teaching is believed to have been set forth in the rejection, except to the extent the 
Examiner has urged the limitation as "an obvious variant to claim 1." Applicants 
respectfully request that the Examiner provide support for the "obvious variant." In view 
of the remarks set forth herein, dependent claims 2 - 8 are also respectfully urged to be 
in condition for allowance. 
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Claims 9 and 22 

Applicant respectfully incorporates the above-noted arguments in traversal of the 
rejection of claim 1 and urges a similar basis for the traversal of the rejection of claims 9 
and 22. In formulating the rejection of the remaining independent claims, the Examiner 
alleges that claims 9 and 22 incorporate substantially similar subject matter as cited in 
claim 1. The allegations and conclusion set forth by the Examiner are, once again, 
respectfully traversed. 

With respect to claim 9, for example, the claim recites collecting advertiser 
content of a paper-based publication from a print media source. However, the arguable 
combination of Reilly, Dustin and Chui fails to teach such a limitation. Nazem allegedly 
teaches "page servers 104 obtain the live data from many disparate sources" (Column 
3, lines 22-23), however Applicant contends that such a description does not give rise to 
a teaching of the recited limitation in claim 9. Since Nazem does not disclose or render 
obvious the recited limitation of claim 9, the arguable combination of Nazem with Reilly, 
Dustin and Chui, also must fail. 

Claim 9 also requires associating text-based content with the preview image in a 
web page, wherein the preview image also provides a hyperlink, as a selectable object 
that is linked to a full-size image of the advertiser content. In contrast, the arguable 
combination of Reilly, Nazem and Chui fails to teach a hyperlink as a selectable object 
linked to a full-size image of the advertiser content as recited. Furthermore, Dustin 
teaches away from providing the full-size image of advertiser content, teaching instead 
the replacement of conventional advertisements with "enhanced ads" that may allow 
user interaction (Dustin Column 3, lines 4-8, and Column 5, lines 9-17). The arguable 
combination also fails to teach a size reduction operation as recited in claim 9. Hence 
claim 9, and all claims dependent therefrom, including product by process claim 21, are 
also urged to be patentably distinguishable over the arguable combination of Reilly, 
Nazem and Chui with Dustin. 

With specific regard to claim 22, Applicant further notes that no particular 
treatment of the limitations of claim 22 is set forth in the rejection, thereby apparently 
ignoring the specific limitations relative to the interaction with a database, for example. 
In view of the lack of a particular rejection setting fort each limitation of claim 22, and 
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what the rejection is based upon, the rejection is, at best, premature. Claim 22, and 
claims dependent therefrom, are respectfully urged to be in condition for allowance. 

CONCLUSION 

In view of the remarks and amendments presented herein, entry of the proposed 
amendments is requested and reconsideration of this application and allowance thereof 
are earnestly solicited. 

In the event that additional fees are required as a result of this response, 
including fees for extensions of time, such fees should be charged to USPTO Deposit 
Account No. 50-2737 for Basch & Nickerson LLP. 




Respectfully submitted, 



Duane C. Basch, Reg. No. 34,545 



Basch & Nickerson LLP 
1777 Penfield Road 
Penfield, New York 14526 
Telephone: (585) 899-3970 
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